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1 . Claims 1-6, 8-13 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The specification as originally filed does not 
provide support for the limitation that the composition is "substantially free of lithium". 
The specification at page 3 states that the composition contains no lithium oxide but that 
is not the same as "substantially free". 

2. Claims 1-6,8-13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. It is not clear what is meant by "substantially free of lithium". Does this mean that 
the composition contains no lithium oxide or does it mean that it may comprise some 
lithium but not a substantial amount? Further, it is not clear what would be considered a 
substantial amount. For purposes of the art rejection below, it will be presumed that 
"substantially free" means that some lithium may be present but that it should be less 
than 1 percent. 

4. Also, in claims 4, 5, 1 1 ,12, 19-20, the word preferably is included after a 
recitation of a ratio or range. A broad range or limitation together with a narrow range 
or limitation that falls within the broad range or limitation (in the same claim) is 
considered indefinite, since the resulting claim does not clearly set forth the metes and 
bounds of the patent protection desired. See MPEP § 2173.05(c). Note the explanation 
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given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is 
followed by "such as" and then narrow language. The Board stated that this can render 
a claim indefinite by raising a question or doubt as to whether the feature introduced by 
such language is (a) merely exemplary of the remainder of the claim, and therefore not 
required, or (b) a required feature of the claims. Note also, for example, the decisions 
of Ex parte Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. 
App. 1948); and Ex parte Hasche, 86 USPQ 481 (Bd. App. 1949). 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-6 and 8-13 are rejected under 35 U.S.C. 102(b) as being . anticipated 
by Neely, U.S. Patent No. 4,199,364. Neely discloses a glass composition comprising 
Si0 2 in amounts of 55-61 wt percent; Al 2 0 3 in amounts of 12-18 weight percent; CaO in 
amounts of 14-18 weight percent and MgO in amounts of 4-10 weight percent. See 
abstract. The composition can be used to make glass fibers. The amounts anticipate 
the claimed amounts. The amounts of B2O3, Ti02, Na20 + K 2 0, F 2 and Fe 2 03 are below 
the maximum values set forth in the claims. See col. 4, lines 25-53 and col. 5, lines 1- 
26. Neely teaches that lithium oxide may be present in an amount of 0.1 percent, which 
would seem to meet the limitation of being "substantially free" of lithium. Since Neely 
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teaches amounts which encompass the claimed ranges, Neely also teaches the ranges 
and ratios set forth in claims 4-6,9-13. 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 14-20 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Neely, U.S. Patent No. 4,199,364. 
Neely discloses a glass composition comprising Si0 2 in amounts of 55-61 wt percent; 
AI2O3 in amounts of 12-18 weight percent; CaO in amounts of 14-18 weight percent and 
MgO in amounts of 4-10 weight percent. See abstract. The composition can be used to 
make glass fibers. The amounts anticipate the claimed amounts. The amounts of 
B 2 0 3 , Ti0 2 , Na 2 0 + K 2 0, F 2 and Fe 2 0 3 are below the maximum values set forth in the 
claims. See col. 4, lines 25-53 and col. 5, lines 1-26. Neely teaches that lithium oxide 
may be present in an amount of 0.1 percent, which would seem to meet the limitation of 
being "substantially free" of lithium. Since Neely teaches amounts which encompass 
the claimed ranges, Neely also teaches the ranges and ratios set forth in claims 4-6,9- 
13. Neely teaches T liquidus temperatures within the claimed range. See table IX. 
Neely does not disclose the claimed Young's Modulus, or T log=4. However, since 
Neely discloses a glass composition and yarn having the same components present in 
the same amounts, it is reasonable to expect that the material of Neely would possess 
the claimed properties. Where applicant claims a composition in terms of a function, 
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property or characteristic and the composition of the prior art is the same as that of the 
claim but the function is not explicitly disclosed by the reference, the examiner may 
make a rejection under both 35 U.S.C. 102 and 103, expressed as a 102/103 rejection. 
"There is nothing inconsistent in concurrent rejections for obviousness under 35 U.S.C. 
103 and for anticipation under 35 U.S.C. 102." In re Best, 562 F.2d 1252, 1255 n.4, 195 
USPQ 430, 433 n.4 (CCPA1977). 

8. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

9. Claims 1 -6 and 8-20 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-6, 12-15 of 
copending Application No. 1 1/722,039. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because claims a composition having 
the overlapping ranges of the same constituents which is useful for making glass fibers 
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and yarns. Although the claims of US '039 include lithium oxide, it is present in 
amounts of 0.1-0.8 which indicates that the material is substantially free of lithium. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

1 0. Claims 1 -6 and 8-20 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1, 12-15 of 
copending and allowed Application No. 10/129,265 in view of Tamura, U.S. Patent 
Application Publication No. 2001/001 1058. US '265 claims a composition for making 
glass fibers which has overlapping ranges of the same constituents except that US '265 
claims 0-5% of MgO while the instant application claims 6-12%. However, Tamura 
teach that in forming glass compositions for making glass fibers that it is known to 
employ MgO in amounts of 1-9 %. Tamura teaches that the MgO decreases the 
viscosity of the glass and improves the meltability of the glass. See paragraph 0014. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have selected the amount of MgO from within the ranges taught 
by Tamura in order to arrive a composition having the desired properties including 
meltability and viscosity. 

This is a provisional obviousness-type double patenting rejection. It is noted that 
US 10/129,265 has been allowed but has not yet issued. 

1 1 . Applicant's arguments filed 1 0/1 7/08 have been fully considered but they are not 
persuasive. Applicant argues that the Neely composition contains lithium. However, the 
claims do not recite that the material contains no lithium but that it is "substantially free". 
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A material which contains 0.1 % of a component is "substantially free" of that 
component. 

12. Applicant's arguments with regard to the double patenting rejections are that the 
claimed compositions are not the same. However, although the claims of US '039 
include lithium oxide, it is present in amounts of 0.1-0.8 which indicates that the material 
is substantially free of lithium. Further, with regard to US '265, the difference is in the 
amount of MgO employed. Tamura teaches that the MgO decreases the viscosity of 
the glass and improves the meltability of the glass. See paragraph 0014. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have selected the amount of MgO from within the ranges taught by Tamura in 
order to arrive a composition having the desired properties including meltability and 
viscosity. Therefore, the rejection has been maintained. 

1 3. The amendment to the claims reciting the particular amount of CaO is sufficient 
to overcome the Tamura reference since Tamura teaches that 16% is the minimum 
amount for CaO. 

14. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth M. Cole whose telephone number is (571) 
272-1475. The examiner may be reached between 6:30 AM and 6:00 PM Monday 
through Wednesday, and 6:30 AM and 2 PM on Thursday. 

The examiner's supervisor Rena Dye may be reached at (571) 272-3186. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

The fax number for all official faxes is (571) 273-8300. 

/Elizabeth M. Cole/ 

Primary Examiner, Art Unit 1794 



e.m.c 



